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DETAILED ACTION 
Claim Objections 

Claims 1-20 are objected to because of the following informalities: the elements 
presented by the claims are not separated by line indentation for clarity. Where a claim 
sets forth a plurality of elements or steps, each element or step of the claim should be 
separated by a line indentation. 37 CFR 1 75(i), MPEP 608.01 (m). 

Claim 2 is objected to because of the following informalities: line 4 recites "an a 
molded product such as a tile" rather than "and a molded product such as a tile" or "or a 
molded product such as a tile". Appropriate correction is required. 

Claim 5 is objected to because of the following informalities: lines1-2 recite 
"according to claim 1 4" rather than "according to claim 1". Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1 , the inclusion of "sparkling points which change with irradiation 
manner and movement of natural light or artificial light" in line 9 is unclear and therefore 
indefinite. First, it is unclear as to what physical structure forms the sparkling points. 
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Are they formed by either the fine particle component or the finer particle component or 
by an entirely different component? Second, it is unclear as to how the "manner and 
movement" of light is affected by irradiation. What form of irradiation cases this 
change? Moreover, what change takes place such that light is affected as claimed? 

Regarding claim 2, the phrase "and the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
"or the like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

Regarding claim 2, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
Description of examples or preferences is properly set forth in the specification rather 
than the claims. If stated in the claims, examples and preferences may lead to 
confusion over the intended scope of a claim. See MPEP § 2173.05(d). Moreover, if 
upon review of a claim in its entirety, the examiner concludes that a rejection under 35 
U.S.C. 112, second paragraph, is appropriate, such a rejection should be made and an 
analysis as to why the phrase(s) used in the claim is "vague and indefinite" should be 
included in the Office action. See MPEP § 2173.02. In the present case, it is unclear as 
to the relationship between the listed possibilities that follow the "such as" statement 
that limits the claim interpretation. For example, the recitation of "screening sands such 
as a river sand and a sea sand" presumably includes reference to river sand and sea 
sand to further define the screening sands element. However, it is unclear as to what 
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elements of river sand and sea sand limit and define the screening sand element. Must 
the screening sand be derived from a water body (e.g., a river or the sea)? 

Regarding claim 4, the phrase "sintered into a surface of particle of the 
transparent inorganic fine particle component or covered thereon together with a resin" 
is ambiguous. Is the phrase "sintered into a surface of particle" intended to be "sintered 
into a surface of each particle"? Further, is the alternative expression "or covered 
thereon together with a resin" intended to mean the material may cover the transparent 
inorganic fine particle component as an alternative to sintering? Is the resin present 
only if covering of the component with the material or is the resin present when sintered 
as well? 

Claim 8 recites the limitation "the surface layer thereof in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 11 recites the limitation "the molded material" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 17 recites the limitation "the surface layer thereof* in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 18 recites the limitation "the surface layer thereof in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 19 recites the limitation "the surface layer thereof in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 20 recites the limitation "the surface layer thereof in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 and 12-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakai (US Patent No. 6,309,562). 

Sakai teaches an artificial stone wall material comprising a transparent inorganic 
aggregate and a resin as main components (column 2, lines 18-30). The transparent 
aggregate consists of small (fine) particles in the size of about 0.21-4 mm (column 4, 
line 12) and fine (finer) particles having a particle size of 44-99 microns (column 4, line 
47). The transparent aggregate comprises 82-93 wt. % of the product (column 2, line 
21), with the ratio of small particle to fine particle being 0.5:1 to 5:1 (column 3, line 43). 
The small particle comprises 50 to 100 wt.% of a transparent inorganic small particle 
(column 4, lines 54-56), therefore 5 wt% or more of the product comprises a transparent 
inorganic fine particle. The product is a molded and shaped product (column 8, lines 
21-32). The stone includes a light storing function and light emitting function akin to the 
claimed sparkling points (column 4, lines 48 to column 5, line 15). 

Sakai further teaches a roughened surface formed by using a water jet or organic 
solvent (column 8, lines 30-32; column 8, line 64 to column 9, line 6; column 9, line 28). 
Sakai does not teach the roughening process as producing a concavo-convex surface 
having a height of 1 mm to 100 mm as claimed. 
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However, as Applicant teaches the concave and convex surface is formed by 
water jet and as Sakai teaches roughening using water jet, the product as taught by 
Sakai has a concavo-convex surface as like materials are used in a like manner. 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Allen 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In this case, Sakai does 
not specify the workable ranges for the depth of the roughened surface, but they do 
describe the general conditions of the claim, namely water jet treatment of an artificial 
stone surface to form a product that resembles a natural stone. It would not be 
inventive to discover the workable ranges for the height between the concavity and 
convexity by routine experimentation of the invention taught by Sakai to produce a 
suitable imitation of natural rock. 

Regarding claim 2, both the fine particle and finer particle components may be 
composed of a naturally occurring rock, etc., including materials having achromatic 
transparency or chromatic transparency (column 3, lines 6-24). 

Regarding claims 3, 7 and 12, the finer particle may include a luminescent or 
fluorescent component (column 4, line 45). 

Regarding claim 4, the luminescent or fluorescent component is present in the 
surface of a of the transparent inorganic fine particle component together with a resin 
(column 9, lines 21-column 10, line 15). 

Regarding claims 1-10 and 12-20, with emphasis on claims 1, 2, 4, 5, 9, 10, and 
13-15, the claims contain product by process language. The above arguments 
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establish a rationale tending to show the claimed product is the same as what is taught 
by the prior art. "[E]ven though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 227 USPQ 964,966. Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983), MPEP2113. 

Regarding claim 6, the inorganic fine component may be transparent (column 3, 
lines 6-15; column 4, lines 54-56). 

Regarding claims 8 and 17-20, the artificial stone is suitable for use as a stone 
wall and thus will have a surface layer of the artificial stone; 

Regarding claim 9, the language used is product by process language as noted 
above. Further, Sakai teaches a roughened surface formed by using a water jet or 
organic solvent (column 8, lines 30-32; column 8, line 64 to column 9, line 6; column 9, 
line 28). The transparent inorganic fine particle component is exposed on the surface. 
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Claims 1-10 and 12-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakai (US Patent No. 6,309,562) in view of Yamanashi et al. (US 
2003/0087074). 

Sakai teaches an artificial stone wall material as described above. 

Sakai does not teach the roughening process as producing a concavo-convex 
surface having a height of 1 mm to 100 mm as claimed. 

In addition to the argument set forth above, Yamanashi et al. teach an artificial 

stone having luminescence performance wherein water machining produces a concave 

groove depth of 0.02 to 1.0 mm that varies by composition (paragraphs [155] and [181]). 

One of ordinary skill in the art at the time the invention was made would have 

considered the invention to have been obvious because the compositional proportions 

taught by Yamanashi et al. overlap the instantly claimed proportions and therefore are 

considered to establish a prima facie case of obviousness. It would have been obvious 

to one of ordinary skill, in the art to select any portion of the disclosed ranges including 

the instantly claimed ranges from the ranges disclosed in the prior art reference, 

particularly in view of the fact that; 

'The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also, In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff , 16 USPQ2d 1934 

(CCPA 1976); In re Malaqari , 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 
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Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sakai 
(US Patent No. 6,309,562) in view of Yamanashi et al. (US 2003/0087074), and further 
in view of JP 4-7458. 

Sakai in view of Yamanashi et al. teaches an artificial stone wall material as 
described above. 

Neither of the cited references appears to teach a metal fitting molded into the 
rear surface or a lateral side of the wall material. 

JP 4-7458 teaches an architectural finishing material wherein a trigger metal 
material is embedded in the rear surface of the finishing material body (claim 1). 
Therefore, as JP 4-7458 clearly teaches inclusion of a metal fitting in an architectural 
finishing material provides the advantage of a means for attachment to an installing 
architecture (English translation: page 69, lines 3-7), it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to include a metal fitting for . 
attachment to a wall surface in the artificial stone of Sakai in view of Yamanashi et al. 
Thus the claimed invention as a whole is prima facie obvious over the combined 
teachings of the prior art. 

Claims 1-10 and 12-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 1 1-292595. 

JP 1 1-292595 teaches an artificial stone wall material comprising a transparent 
inorganic aggregate and a resin as main components. The transparent aggregate 
consists of small (fine) particles in the size of about 0.21-4 mm and fine (finer) particles 
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having a particle size of less than 149 microns. 5 wt% or more of the product comprises 
a transparent inorganic fine particle. The product is a molded and shaped product. The 
stone includes a light storing function and light emitting function akin to the claimed 
sparkling points. 

JP 11-292595 further teaches a roughened surface formed by using a water jet 
or organic solvent. JP 1 1-292595 does not teach the roughening process as producing 
a concavo-convex surface having a height of 1 mm to 100 mm as claimed. 

However, as Applicant teaches the concave and convex surface is formed by 
water jet and as JP 11-292595 teaches roughening using water jet, the product as 
taught by JP 11-292595 has a concavo-convex surface as like materials are used in a 
like manner. u [W]here the general conditions of a claim are disclosed in the prior art, it 
is not inventive to discover the optimum or workable ranges by routine experimentation." 
In re Allen 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In this case, WO 
'370 does not specify the workable ranges for the depth of the roughened surface, but 
they do describe the general conditions of the claim, namely water jet treatment of an 
artificial stone surface to form a product that resembles a natural stone. It would not be 
inventive to discover the workable ranges for the height between the concavity and 
convexity by routine experimentation of the invention taught by JP 11-292595 to 
produce a suitable imitation of natural rock. 

Regarding claim 2, both the fine particle and finer particle components may be 
composed of a naturally occurring rock, etc., including materials having achromatic 
transparency or chromatic transparency. 
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Regarding claims 3, 7 and 12, the finer particle may include a luminescent or 
fluorescent component. 

Regarding claim 4, the luminescent or fluorescent component is present in the 
surface of a of the transparent inorganic fine particle component together with a resin. 

Regarding claims 1-10 and 12-20, with emphasis on claims 1, 2, 4, 5, 9, 10, and 
13-15, the claims contain product by process language. The above arguments 
establish a rationale tending to show the claimed product is the same as what is taught 
by the prior art. "[E]ven though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 227 USPQ 964,966. Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983), MPEP2113. 

Regarding claim 6, the inorganic fine component may be transparent. 

Regarding claims 8 and 17-20, the artificial stone is suitable for use as a front 
face of a stone wall (paragraph [0037]). 
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Regarding claim 9, the language used is product by process language as noted 
above. Further, JP 11-292595 teaches a roughened surface formed by using a water 
jet or organic solvent. The transparent inorganic fine particle component is exposed on 
the surface. 

Claims 1-10 and 12-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 1 1 -292595 in view of Yamanashi et al. (US 2003/0087074). 

JP 1 1-292595 teaches an artificial stone wall material as described above. 

JP 1 1-292595 does not teach the roughening process as producing a concavo- 
convex surface having a height of 1 mm to 100 mm as claimed. 

In addition to the argument set forth above, Yamanashi et al. teach an artificial 

stone having luminescence performance wherein water machining produces a concave 

groove depth of 0.02 to 1.0 mm that varies by composition (paragraphs [155] and [181]). 

One of ordinary skill in the art at the time the invention was made.would have 

considered the invention to have been obvious because the compositional proportions 

taught by Yamanashi et al. overlap the instantly claimed proportions and therefore are 

considered to establish a prima facie case of obviousness. It would have been obvious 

to one of ordinary skill in the art to select any portion of the disclosed ranges including 

the instantly claimed ranges from the ranges disclosed in the prior art reference, 

particularly in view of the fact that; 

'The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
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percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 
Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff , 16 USPQ2d 1934 
(CCPA 1976); In re Malagari , 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 11- 
292595 in view of Yamanashi et al. (US 2003/0087074), and further in view of JP 4- 
7458. 

JP 11-292595 in view of Yamanashi et al. teaches an artificial stone wall material 
as described above. 

Neither of the cited references appears to teach a metal fitting molded into the 
rear surface or a lateral side of the wall material. 

JP 4-7458 teaches an architectural finishing material wherein a trigger metal 
material is embedded in the rear surface of the finishing material body (claim 1). 
Therefore, as JP 4-7458 clearly teaches inclusion of a metal fitting in an architectural 
finishing material provides the advantage of a means for attachment to an installing 
architecture (English translation: page 69, lines 3-7), it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to include a metal fitting for 
attachment to a wall surface in the artificial stone of JP 1 1-292595 in view of Yamanashi 
et al. Thus the claimed invention as a whole is prima facie obvious over the combined 
teachings of the prior art. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent No. 6,146,548 to Sakai teaches a noctilucent or fluorescent artificial 

stone. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron S. Austin whose telephone number is (571) 272- 
8935. The examiner can normally be reached on Monday-Friday: 7:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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